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DETAILED ACTION 

1 . This communication is a First Action Non-Final on the merits. Claims 1-34, as 
originally filed, are currently pending and have been considered below. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1, 2, 10-19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Norris, JR et al. (20040134690, hereafter Norris) in view of Braun et al. 
(20040064783, hereafter Braun). 

As per claim 1 , Norris discloses a method of enabling submission of form data to 
an application via a printed form, the printed form having coded data readable by a 
sensing device as the sensing device is used to interact with the form, the method 
including the steps, performed in a computer system, of: 

receiving, from the sensing device: interaction data representing interaction of 
the sensing device with the coded data, the interaction data enabling the data to be 
electronically captured in the computer system; and a sensing device ID of the sensing 
device (H 33 and 34 discloses receiving from a digital sensor pen stroke, biometric, and 
pattern position information, where biometric data includes a unique pen ID and H 43 
and 44 discloses capturing information in a server); 
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allocating a temporary registration to the sensing device ID or to a user 
associated with the sensing device Of 61 discloses a user registering the pen), 

the registration including a return telecommunication address associated with the 
sensing device ID or the user Of 35 and Fig. 1 disclose communication links for sending 
and receiving information back and forth from/to the pen, where there inherently is some 
telecommunications address in order for such communications to take place); 

Norris, however, fails to disclose where the data is form data and transmitting the 
form data to the application. 

Braun discloses a method and system for remote form completion transmitting 
form data received by the system to an application Of 56 discloses receiving form data 
through the use of a digital pen and transmitting the form). 

Therefore, it would have been obvious to one of ordinary skill in the pertinent art 
at the time the invention was made to modify the system and method for processing 
mail of Norris to include the transmission of form data as taught by Braun since such 
would facilitate the communication and delivery of the data captured by the sensor. 

Claims 12, 15, 18 recite equivalent limitations to claim 1 and are, therefore, 
rejected using the same art and rationale as set forth above. 

As per claim 2, Norris discloses sending a message, via the return 
telecommunication address, confirming that the at least some of the interaction data has 
been sent to the application Of 60 discloses sending feedback to the pen in the form of a 
message to indicate that a signature has been received and verified, where the 
signature is the interaction data). 



Application/Control Number: 1 0/81 5,61 8 Page 4 

Art Unit: 3629 

Claims 13, 16, and 19 recite equivalent limitations to claim 2 and are, therefore, 
rejected using the same art and rationale as set forth above. 

As per claim 8, Norris discloses that the sensing device is a unique identifier of 
the sensing device fl[ 34 discloses the pen having a unique identifier). 

Norris, however, fails to explicitly disclose that the sensing device ID is stored in 
the sensing device. 

It would have been obvious to one of ordinary skill in the pertinent art at the time 
the invention was made to modify the processing of information via a sensing device of 
Norris to include that the sensing device ID is stored in the sensing device since it is old 
and well known for identifying information to be stored or contained in or on the 
particular item that it is identifying. 

As per claim 9, Norris discloses a database of sensing device IDs and the 
method further includes the step of the computer system checking the unique identifier 
against the database and only allocating the temporary registration if the unique 
identifier is not found in the database 0J 5 discloses a database containing biometric 
information, and checking provided biometric data against data stored in a database, 
where the pen identifier is biometric data as disclosed in Tf 34 and U 61 discloses 
registering the pen to a user). 

The Examiner notes, the allocating of temporary registration is dependent on the 
phrase "if the unique identifier is not found in the database" This phrase is a conditional 
limitation. The noted step is not necessarily performed. Accordingly, once the positively 
recited steps are satisfied, the method as a whole is satisfied -- regardless of whether or 
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not other steps are conditionally invocable under certain other hypothetical scenarios. 
[See: In re Johnston, 77 USPQ2d 1788 (CA FC 2006); Intel Corp. v. Int'l Trade Comm'n, 
20 USPQ2d 1161 (Fed. Cir. 1991); MPEP§2106 II C]. 

As per claim 10, Examiner considers netpage user identification to be 
nonfunctional descriptive material. The specific type of registration does not change the 
function of the claimed invention. Examiner asserts that the system and method for 
processing mail of Norris is fully capable of using any type of registration. 

As per claim 1 1 , Norris discloses all of the elements of the claimed invention but 
fails to explicitly disclose the temporary registration is allocated when the sensing 
device is first used to interact with the form. 

It would have been obvious to one of ordinary skill in the pertinent art at the time 
the invention was made to modify the processing of information using a sensing device 
of Norris to include allocating the registration when the sensing device is first used to 
interact with the form because it is old and well known to register a new device or 
product during the first use of the device in order to ensure that all devices being used 
are registered. 

For example, when a customer buys a new computer or a new MP3 player they 
may be prompted to register the device when it is first turned on so that the user will 
remember to register the device. 

As per claim 14, Norris discloses only a single temporary registration is allocated 
per sensing device or user (see U 61 ). 
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As per claim 17, Norris discloses the interaction data identifies a position of the 
sensing device relative to the form fl| 33 discloses pattern position information). 

Norris, however, fails to explicitly disclose identifying the form. 

Braun discloses remote form completion identifying the form fl[ 63 discloses 
determining the type of form). 

Therefore, it would have been obvious to one of ordinary skill in the pertinent art 
at the time the invention was made to modify the processing of information using a 
sensing device of Norris to include identifying the form as taught by Braun in order to 
facilitate the processing of that particular form type. 

4. Claims 3-6, 20-26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Norris in view of Braun and further in view of Lieberman (5,855,369). 

As per claims 3-6, the Norris and Braun combination discloses all of the elements 
of the claimed invention but fails to explicitly disclose the form is disposed on a product 
label including human-readable information relating to the form, and the coded data 
relates to at least an identity of the label and includes a label identifier that is a unique 
product item identifier which is an electronic product code). 

Lieberman discloses conducting a prize drawing game of chance having a form 
disposed on a product label including human-readable information relating to the form, 
and the coded data relates to at least an identity of the label (col. 3, line 15-30 discloses 
entry forms imprinted on a laser scannable barcode that uniquely identifies the 
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particular product to be promoted, where the barcode is a label identifier/product item 
identifier/electronic product code). 

Therefore, it would have been obvious to one of ordinary skill in the pertinent art 
at the time the invention was made to modify the method of processing information from 
a sensing device as taught by the Norris and Braun combination to include the form 
disposed on a product label including information relating to the form and coded data 
relating to the identity of the label in order to promote a particular product or item of 
merchandise. 

As per claim 20, the Norris and Braun combination discloses all of the elements 
of the claimed invention but fails to explicitly disclose the product label includes one or 
more of: information fields that show information about the competition; button fields 
that generate one or more actions; and entry fields for user input. 

Lieberman discloses conducting a prize drawing game of chance having a 
product label that includes information fields that show information about the 
competition and entry fields for user input (col. 3, line 15-29 discloses entry forms 
imprinted on the label of the product having entry fields for a user to input self identifying 
information and information about the drawing itself). 

Therefore, it would have been obvious to one of ordinary skill in the pertinent art 
at the time the invention was made to modify processing of information using a sensing 
device of the Norris and Braun combination to include the product label containing entry 
fields and information about the competition as taught by Lieberman in order to facilitate 
the promotion of the drawing and the particular product or item of merchandise. 
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As per claim 21 , Braun discloses an input button (see If 36) 
The Norris and Braun combination discloses all of the elements of the claimed 
invention but fails to explicitly disclose each button field is coincident or adjacent 
machine-readable coded data, the computer being configured to perform the action 
based on coded data sensed when the sensing device was used to interact with the 
button field. 

Lieberman discloses conducting a prize drawing game of chance having a button 
field coincident machine readable coded data, the computer being configured to perform 
the action based on coded data sensed when the sensing device was used to interact 
with the label (col. 7, line 45-66 discloses the scanning of the barcode identifies the 
product to which a particular entry form pertains and sorts that entry form according to 
product, where the sorting may be automated). 

Therefore, it would have been obvious to one of ordinary skill in the pertinent art 
at the time the invention was made to modify the processing of information using a 
sensing device of the Norris and Braun combination to include a computer performing 
an action based on coded data sensed when the sensing device was used to interact 
with the label since such would facilitate the processing of the entry forms for the 
drawing. 

As per claim 22, Norris discloses a display device associated with the user and 
displaying information on the display device fl[ 29 discloses a display for displaying 
information on the pen). 

Braun discloses a button (see U 36). 
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The Norris and Braun combination, however, fails to explicitly disclose an action 
associated with interacting with at least one of the button fields using the sensing 
device. 

Lieberman discloses conducting a prize drawing game of chance performing an 
action based on data sensed when the sensing device was used to interact with the 
label (col. 7, line 45-66 discloses the scanning of the barcode identifies the product to 
which a particular entry form pertains and sorts that entry form according to product, 
where the sorting may be automated). 

Therefore, it would have been obvious to one of ordinary skill in the pertinent art 
at the time the invention was made to modify the processing of information using a 
sensing device of the Norris and Braun combination to include a computer performing 
an action based on coded data sensed when the sensing device was used to interact 
with the label since such would facilitate the processing of the entry forms for the 
drawing. 

As per claim 23, Norris discloses communication with the display device occurs 
via the telecommunication address fl| 35 and Fig. 1 disclose communication links for 
sending and receiving information back and forth from/to the pen, where there 
inherently is some telecommunications address in order for such communications to 
take place). 

As per claim 24, the Norris and Braun combination discloses all of the elements 
of the claimed invention but fails to explicitly disclose a label including human-readable 
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information and machine-readable coded data, the label being configured for use with 
the method of claim 1 or 1 2, or the system of claim 1 5 or 1 8. 

Lieberman discloses a label (col. 3, line 15-29 discloses a product label). 

Therefore, it would have been obvious to one of ordinary skill in the pertinent art 
at the time the invention was made to modify the processing of information using a 
sensing device of the Norris and Braun combination to include a label as taught by 
Lieberman in order to promote a product or item of merchandise. 

Furthermore, It has been held that the recitation that an element is "configured 
to" perform a function is not a positive limitation but only requires the ability to so 
perform. It does not constitute a limitation in any patentable sense. In re Hutchinson, 69 
USPQ 138. 

In addition, It has been held that a recitation with respect to the manner in which 
a claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus satisfying the claimed structural limitations. Ex 
parte Masham, 2 USPQ2d 1647 (1987). 

As per claims 25 and 31 , Norris discloses receiving, from the sensing device: 
interaction data representing interaction of the sensing device with the coded data, the 
interaction data enabling the data to be electronically captured in the computer system 
(U 43 discloses the pen detecting pattern information that is relayed to a pattern lookup 
server). 

Norris, however, fails to disclose where the data is form data and transmitting the 
form data to the application. 
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Braun discloses a method and system for remote form completion transmitting 
form data received by the system to an application fl| 56 discloses receiving form data 
through the use of a digital pen and transmitting the form). 

Therefore, it would have been obvious to one of ordinary skill in the pertinent art 
at the time the invention was made to modify the system and method for processing 
mail of Norris to include the transmission of form data as taught by Braun since such 
would facilitate the communication and delivery of the data captured by the sensor. 

The Norris and Braun combination discloses all of the elements of the claimed 
invention but fails to explicitly disclose that the form data is for a competition entry. 

Lieberman discloses conducting a prize drawing game of chance where an entry 
form is scanned for entry into a competition (see col. 3, line 15-29). 

Therefore, it would have been obvious to one of ordinary skill in the pertinent art 
at the time the invention was made to modify the processing of information using a 
sensing device of the Norris and Braun combination to include the competition entry as 
taught by Lieberman in order to facilitate the promotion of a particular product or item of 
merchandise. 

Furthermore, with respect to claim 31 , it has been held that the recitation that an 
element is "configured to" perform a function is not a positive limitation but only requires 
the ability to so perform. It does not constitute a limitation in any patentable sense. In re 
Hutchinson, 69 USPQ 138. 

As per claim 26, Norris discloses a pen that produces interaction data (see If 42 
and 43). 
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The Norris and Braun combination discloses all of the elements of the claimed 
invention but fails to explicitly disclose using a product label for enabling entry to a 
competition, the product label comprising: 

machine-readable coded data indicative of at least an identity of the label, said 
machine-readable coded data being readable by a sensing device as the sensing 
device is moved across the product label; human-readable information pertaining to the 
competition, the human-readable information being at least partially coincident with the 
machine-readable coded data, the human-readable information including at least one 
field element that has a corresponding zone defined in relation to it in a page description 
stored in a remote computer system. 

Lieberman discloses, as best understood, conducting a prize drawing game of 
chance using a product label for enabling entry to a competition, the product label 
comprising: 

machine-readable coded data indicative of at least an identity of the label, said 
machine-readable coded data being readable by a sensing device as the sensing 
device is moved across the product label; human-readable information pertaining to the 
competition, the human-readable information being at least partially coincident with the 
machine-readable coded data, the human-readable information including at least one 
field element that has a corresponding zone defined in relation to it in a page description 
stored in a remote computer system, (col. 3, line 15-29 discloses a laser scannable 
barcode on a product label that uniquely identifies a particular product and a label 
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having an entry form for a competition entry, where the laser that scans the barcode is 
the sensing device, where the entry form is human readable); 

Therefore, it would have been obvious to one of ordinary skill in the pertinent art 
at the time the invention was made to modify the processing of information using a 
sensing device of the Norris and Braun combination to include the human readable and 
machine readable data on the product label as taught by Lieberman since such would 
facilitate the entry into the prize drawing. 

As per claim 28, Norris discloses receiving interaction data from a sensor flj 43 
and 44 disclose receiving information in a computer system using a sensor pen). 

Braun discloses transmitting information flj 56 discloses receiving form data 
through the use of a digital pen and transmitting the form). 

The Norris and Braun combination, however, fails to explicitly disclose identifying 
a telecommunication address of the entrant and forwarding information from the 
competition administrator to a telecommunication address of the entrant. 

Lieberman discloses conducting a prize drawing game of chance identifying a 
telecommunications address of the entrant (see col. 6, line 13-15) and forwarding 
information from the competition administrator to the entrant (col. 8, line 8-16 discloses 
notifying the entrant that they have won a prize). 

Therefore, it would have been obvious to one of ordinary skill in the pertinent art 
at the time the invention was made to modify the processing of information using a 
sensing device of the Norris and Braun combination to include notifying an entrant that 
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they have won a prize via the telecommunication address of the entrant of Lieberman in 
order to communicate to the entrant that they have won the competition. 

The Norris, Braun, and Lieberman combination discloses all of the elements of 
the claimed invention but fails to explicitly disclose associating a temporary 
telecommunication address and sending the temporary telecommunication address to a 
competition administrator. 

It would have been obvious to one of ordinary skill in the pertinent art at the time 
the invention was made to modify the processing of information using a sensing device 
of the Norris, Braun, and Lieberman combination to include associating a temporary 
address with an actual address because it is old and well known to use an anonymous 
address in order to control one way communication so as to prevent communications 
that may be considered spam. 

As per claims 29, 30, and 33, Norris discloses using a sensing device for 
generating interaction data by sensing at least some coded data, the interaction 
representing interaction of the sensing device with the coded data and forwarding the 
data to be captured in a computer system (If 43 and 44 disclose receiving a information 
via a sensor pen in a computer system, where the pen is the sensor that is used to 
receive information). 

Braun discloses transmitting the data (If 56 discloses receiving form data through 
the use of a digital pen and transmitting the form). 
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The Norris and Braun combination, however, fails to explicitly disclose disposing 
coupons on a product label and receiving coupon redemption information from a coupon 
administrator. 

Lieberman discloses conducting a prize drawing game of chance having entry 
forms or coupons printed on product labels which includes coded data that can be used 
to determine a unique product identifier (col. 3, line 15-30 discloses entry forms 
imprinted on a laser scannable barcode that uniquely identifies the particular product to 
be promoted, where the barcode is a label identifier/product item identifier/electronic 
product code and line 1 1-45 discloses coupons on product labels). 

And receiving coupon/prize redemption information from the coupon 
administrator (col. 8, line 8-16 discloses notifying the entrant that they have won a 
prize). 

Therefore, it would have been obvious to one of ordinary skill in the pertinent art 
at the time the invention was made to modify the processing of information using a 
sensing device of the Norris and Braun combination to include coupons on product 
labels and receiving coupon redemption information as taught by Lieberman in order to 
promote a particular product or merchandise item. 

The Norris, Braun, and Lieberman combination discloses all of the elements of 
the claimed invention but fails to explicitly disclose only receiving a predetermined 
combination of coupon offers that has been transmitted to the coupon administrator. 

It would have been obvious to one of ordinary skill in the pertinent art at the time 
the invention was made to modify the processing of information using a sensing device 
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of the Norris, Braun, and Lieberman combination to include only receiving a 
predetermined amount of coupon offers because it is old and well known for a lottery, 
prize drawing, or competition coordinator to only allow an entrant to submit a 
predetermined amount of competition entries since such would prevent users from 
flooding the competition with a large number of entries to increase their chances of 
winning. 

5. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Norris in view of Braun and further in view of Dougherty et al. (6,076,734, 
hereafter Daugherty). 

As per claim 7, the Norris and Braun combination discloses all of the elements of 
the claimed invention but fails to explicitly disclose the coded data is substantially 
invisible to a human. 

Daugherty discloses an encoding scheme having coded data that is invisible to a 
human flj 33 discloses a barcode printed using invisible inks). 

Therefore, it would have been obvious to one of ordinary skill in the pertinent art at the 
time the invention was made to modify the method of processing via a sensing device of 
the Norris and Braun combination to include the invisible coded data as taught by 
Daugherty because it is a well known barcode scheme. 
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6. Claims 27, 32, and 33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Norris in view of Braun in view of Lieberman and further in 
view of Seidman (5,080,364). 

As per claim 27, Norris discloses receiving interaction data representing 
interaction of a sensing device with the coded data, the interaction data enabling the 
information to be electronically captured in the computer system fl| 43 and 44 disclose 
receiving information that is printed on an envelope in a computer system, where the 
pen is the sensor that is used to receive information). 

Braun discloses transmitting information received by the sensor flj 56 discloses 
receiving form data through the use of a digital pen and transmitting the form). 

Lieberman discloses a competition entry (see col. 3, line 15-29). 

The Norris, Braun and Lieberman combination, however, fails to explicitly 
disclose assigning a competition alias ID to the competition entry. 

Seidman discloses assigning a competition alias ID to a competition entry (col. 2, 
line 23-44 discloses assigning a code to a competition entry, where the code is 
anonymous as it does not identify any particular individual but rather a winning 
drawing). 

Therefore, it would have been obvious to one of ordinary skill in the pertinent art 
at the time the invention was made to modify the processing of information using a 
sensing device of the Norris, Braun, and Lieberman combination to include assigning a 
competition alias ID to a competition entry since such would identify a winning 
participant. 
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Furthermore, Examiner considers who the data is being transmitted to be 
nonfunctional descriptive material. The specific entity to which the data is transmitted 
does not change the function of the claimed invention. Examiner asserts that the 
system of the Norris, Braun, Lieberman, and Seidman combination is fully capable of 
transmitting information to anyone or anything. 

As per claims 32 and 34, Norris discloses receiving interaction data representing 
interaction of a sensing device with the coded data, the interaction data enabling the 
information to be electronically captured in the computer system flj 43 and 44 disclose 
receiving information that is printed on an envelope in a computer system, where the 
pen is the sensor that is used to receive information). 

Braun discloses transmitting information received by the sensor flj 56 discloses 
receiving form data through the use of a digital pen and transmitting the form). 

Lieberman discloses a competition entry via a product label with a product 
identifier or coupons (see col. 3, line 15-29 and col. 4, line 1 1-44). 

The Norris, Braun and Lieberman combination, however, fails to explicitly 
disclose assigning a competition alias ID to the competition entry. 

Seidman discloses assigning a competition alias ID to a competition entry (col. 2, 
line 23-44 discloses assigning a code to a competition entry, where the code is 
anonymous as it does not identify any particular individual but rather a winning 
drawing). 

Therefore, it would have been obvious to one of ordinary skill in the pertinent art 
at the time the invention was made to modify the processing of information using a 
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sensing device of the Norris, Braun, and Lieberman combination to include assigning a 
competition alias ID to a competition entry since such would identify a winning 
participant. 

Furthermore, Examiner considers who the data is being transmitted to be 
nonfunctional descriptive material. The specific entity to which the data is transmitted 
does not change the function of the claimed invention. Examiner asserts that the 
system of the Norris, Braun, Lieberman, and Seidman combination is fully capable of 
transmitting information to anyone or anything. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Rhoads (6,542,927) discloses linking of computers based on 
steganographically embedded digital data. Sekendur (5,852,434) discloses absolute 
optical position determination. Euchner et al. (2005/0138541) discloses system and 
method for annotating documents. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CANDICE D. CARTER whose telephone number is 
(571 ) 270-51 05. The examiner can normally be reached on Monday thru Thursday 
7:30am- 6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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